Arouse:. Ni ' ' ~ >.< . Docket No.: 467CKJI02P 

Rspiy to Office Action of January 3 ! , 2007 

REMARKS 

ants t \ ie Ex ic e vers h 3 gh considera give , \ v \ i 

application. Claims 1-9 are currently pending in this application. No new matter has been added 
by way of the present amendment. For instance, the amendment to claims 1 and 6 is supported 
by the Specification at page 4, lines 19-21,. page 10, lines 25-28, page II, lines 1-7, page 20, 
lines 15-1 7 and page 24, lines 2-7. Accordingly, no new matter has been added. 

In view of the amendments and remarks herein, Applicants respectfully request that the 
Examiner withdraw all outstanding rejections and allow the currently pending claims. 

SubSi r i k ie i 

Applicants thank: the Examiner for the time, helpfulness and courtesies extended to 
Applicants' representatives during the Interview of May 15, 2007. The assistance of the 
Examiner in advancing prosecution of the present application is greatly appreciated. In 
compliance with M.P.E.P. § 713.04, Applicants submit the following remarks. 

The Interview Summary form prepared by the Examiner on May 15. 2007 amply 
summarizes the discussions at the Interview. The outstanding rejections under 35 U.S.C. §§ 
102(b) and 303(a) were discussed. A proposed, claim amendment was submitted for the 
Examiner's review. The Examiner agreed that the proposed claim language would remove U.S. 
6/166.285 (Schulte) as a reference. 
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Application No. 1 0/770,51 ! Docket No.: 4670-01 02F 

Reph to Office Action of January 3 1, 2007 

Informal • . v Statement 

The Examiner had previously indicated that the listing of references in the specification 
represented an improper information disclosure statement and, thus, said references had not been 
considered by the Office (see Office Action dated July 6, 2006). 

op atioi Disclosure Staten it w si nirtec on Octobet 31, 2006. 

However, the Examiner has failed to consider the IDS and make the references therein of record, 

Accord ; . 5 jams respectfully request that the Examiner considers and makes of 
recorc e refc c ed therein 



f..yi u..^ / :■ ■■ 

Claims 1-4 stand rejected under 35 US.C § 102(b) as being anticipated by Scholte ei a!, 
(LIS. 6,1 66,285) (hereinafter Schulte '285). Applicants respectfully traverse. 

v r -v ! ^ 2V t . i ok h 

Sheet/outer layer and a permeable top sheet covering an absorbent core and forming a barrier 
cuff. The Examiner further asserts that first and second skin care compositions are disposed On 
each barrier cuff and on the top sheet, wherein the compositions comprise different agents "to 
provide unique skin care benefits to different areas of the wearer". Furthermore, the Examiner 
asserts that the first skin care composition is disposed above the second skin care composition. 

Applicants respectfully submit that the Examiner has tailed to establish a prima facie 
case of anticipation. For anticipation under 35 U.SX2.§IQ2 S the reference must teach each and 
every aspect of doe claimed invention either explicitly or impliedly. Any feature not directly 
taught must be inherently present. The fact that a certain result or characteristic may occur or be 
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Application No. i 0/7?0.5 1 1 Docket No.: 4670-0; 02 P 

Reply to Office Action of January 3 1 . 2007 

present in the prior art is not sufficient to establish the inherency of thai result or characteristic. 
in re Rijcka-ert, 9 F,3d 1531, 28 USFQ2d 1955 (Fed. Gr. 1993). To establish inherency, the 
extrinsic evidence "must make clear that the missing descriptive matter is necessarily present", fa 
re Robertson, 169 F.3d 743, 49 USPQ2d 1949 {Fed. Cir. 1999). The mere fact that a certain 
thing may result from a given set of circumstance;: is not sufficient. Id. 

The present invention is directed to an absorbent article, wherein a water-soluble skin 
care agent and an oily skin care agent are applied on a surface of the article. The oily skin care 
agent is applied directly on the water-soluble skin care agent, so that at least a portion of the oily 
skin ear* gent is trat tferred to the skin of the wearer before the water-soluble skin care agent is 
transferred. Transfer of the oily skin care agent suppresses direct contact of excretions. The 
water-soluble skin care agent has high water solubility or water dispersibility, so that it is easily 
released from the absorbent article and into the skin when it comes into contact with excretions. 
Skin rash occurrence is greatly diminished, as evidenced by Applicants' Tables 1-4. 

Contrary to the Examiner's assertion, Schufte '285 does not teach or suggest a first skin 
care composition: disposed on a second skin care composition. As is clear from Figure 7 of 
Sbuite '285, a first skin care composition (72) is disposed on a channel portion of the article. A 
second skin a re c< mi s % s d posed on a flap pur ion. A third skin care composition 

(72") is disposed on the topsheet (see column 19, lines 31-47), Furthermore, Schulte ; 285 
discloses that the formulation of skin care compositions 72, 72" and 72" is the same (see column 
1- les-^--) k ; s osit om> 12 "2 an« "2 \cr V r S i si s 

'285 does not teach or suggest applying one directly on another, but rather applying then? on 
- s i sorbent artic e 
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Application "No. i 0/770,5 11 Docket No.: 4670-0! 02P 

Reply to Office Action of January 31, 2007 

Clearly. Schuke ^285 tans to explicitly or implicitly teach each and every aspect of the 
claimed invention. Accordingly, this rejection is improper. 

Reconsideration and withdrawal of this rejection are thus respectfully requested. 

Issues Under 35 US.C. $ 103(a) 

Claims 5-9 stand rejected under 35 IbS.C. § 103(a) as being unpatentable over Schulie 
'285 in view ofHoshino et ai. (U.S. 6,685,953) (hereinafter Hoshino '953} and further in view of 
Ptcheiintsev et al (U.S. 5,834,513) (hereinafter Ptcheiintsev \5B). Applicants respectfully 
traverse. 

The Examiner asserts that the difference between Schulte '285 and the present invention 
is "the provision that the di amide formula is specifically as claimed". The Examiner relies on 
Hoshino '953 and Ptcheiintsev '51 3 to overcome this deficiency. 

Applicants respectfully submit that the Examiner has faded to establish a prima facie 
case of obviousness. To establish a prima facie case of obviousness, three basic criteria must be 
met. i * the p.'h-s art reference {or references when combined > must teach -r succvo ah the 
claim limitations, fa re I'aeek 947 F.2d 488. 20 USPQ2d 1438 (Fed. Car. 1991). Second, there 
must be a reason why one of ordinary skill in the an would modify the reference or combine 
reference teachings to obtain the invention. KSR fat 'I Co. v Tele flex Inc., No. 04-1350, slip op. at 
11 (U.S Af i 3( , 20 ' 7 > A patent composed of sen era! elements is not on d obvious i lerely 
by demonstrating that each of its elements was, independently, known in the prior art. Id. There 
must be a reason that would have prompted a person of ordinary skill in the relevant field to 
combine the elements in the way the claimed new invention does, hi The "teaching, suggestion, 
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\ nxi aionNo 0,?70,5] ! Docket No.: 4670-01 02P 

Reply to Office Action of January 31, 2007 

motivation lest" is a valid test for obviousness, albeit one which cannot be too rigidly applied, hi. 
Third, there must be a reasonable expectation of success in making the invention. In re Vaect 
i - 5 aanot be sustained by n concluso c > - . ! 

there must be some articulated reasoning with some rational underpinning to support the legal 
conclusion of obviousness. KSR Int'l Co. v Tele flex Inc.. 

As discussed above, Sehuite '285 fails to teach or suggest an absorbent article comprising 
an impermeable back sheet/outer layer and a permeable top sheet covering en absorbent core and 
forming a barrier cull; wherein a water-soluble skin care agent is disposed on predetermined 
regions of the article and an oily skin care agent is disposed directly on the water-soluble skin 
care agent, Hoshino '953 and Ptcheimtsev '513 fail to cure these deficiencies. 

Koshino "953 is directed to external preparation compositions comprising a diamide 
deri vative, Hoshino '955 does not disclose the addition of this derivative to absorbent articles, or 
the combination of this composition with a water-soluble skin care agent. 

Ptchelintsev '513 is directed to compounds used for treating skin conditions. Pichelinisev 
'513 does not disclose the addition of these compounds to absorbent articles, or the combination 
of these compounds with a water-soluble skin care agent. 

Evidently, the cited references, alone or in combination, fail to teach or suggest every 
limitation of the instant invention. Accordingly, this rejection is improper. 

Reconsideration and withdrawal of this rejection are thus respectfully requested. 



10 



JVVB/VP/sh 



\pp ~s <>n Nc St) TvX Docket No. 46?0-0 1 02P 

Reply to Office Action of January 31,200? 

Applicants respectfully request that the Examiner acknowledges Applicants' claim for 
foreign priority under 35 U.S..C. § 1 19. 

Conclusion 

All of the stated grounds of rejection have been properly traversed, accommodated, or 
rendered moot. Applicants therefore respectfully request that the Examiner reconsider all 
presently outstanding rejections and objections and that they be withdrawn, it is believed that a 
full and complete response has been made to the outstanding Office Action and, as such, the 
present application is in condition for allowance. 

Should there be any outstanding matters mat need to be resolved in the present 
application, the Examiner is respectfully requested to contact John W. Bailey, Reg. No. 32,881 at 
the telephone number of the undersigned below, to conduct an interview m an effort to expedite 
prosecution in connection with the present application. 
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Application No. 10-770,5 1 ) Docket No.: 4670-0 1D2P 

Reply » m \a js - a isr 3 20 ? 

If necessary, the Commissioner is hereby authorized hi this, concurrent, and future replies 
to chat ge pay mer>t ot credi a y ov< „ )e sit \ccount No 02-2 — 8 for any additiona 

tees required under 37.C.F.R. §§1.16 or 1,14; particularly, extension of time fees. 
Dated: Respectfully submitted. 



By 



John \S. Bailey 
Registration No.: 32,881 

BIRCH, STEWART. KOLASCH & BIRCH, LLP 
8110 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 

(703)205-8000 

Attorney for Applicant 
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